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Attention: Examiner Valarie Bertoglio 

Serial No. 10/791,536 
Docket No. 8964-000010AJS 
Gronp Art No. 1632 

This confirms that, as discussed previously by telephone, our Telephone Interview is scheduled for 
Monday March 31, 2008 at 10 am. Leanne M. Rakers, an associate of this firm, who has been assisting 
me in the present matter will also be participating in the interview. 

I am attaching a DRAFT RCE, as discussed previously, incorporating an amendment and response to the 
outstanding action, only to facilitate our discussion. This draft will not constitute part of the formal 
record in this case. 

Thank you for your willingness to speak with us. 




Respectfully, 



Matthew L. Cutler 
Reg. No. 43,574 

Harness, Dickey & Pierce P.L.C. 
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Lin Shiue Lian, et al. 
10/791,536 
03 March 2004 

METHOD OF GENERATING NEW ! 
BREEDING TRANSGENIC FLUOf ' 
WITH DIFFERENT PHENOI 
FISH GENERATED THEI 

1632 

Valarie E. Bertoglio 
3361 

8964-000010/U; 

0062-TK-US 



SCENT FISH BY 
WITH FISH 
ORESCENT 




Commissioner for Pal 
Customer Service 
Randolph Building 
401 Dulany Sj 
Alexandria 

Sir: 



■T> EXAMINATION UNDER 37 CJJL £U 14 
e to the final Office Action dated 11 January 2008 in which a 
Wee months was set Applicant hereby submits a timely request 
(RCE). Authorization is provided herewith to charge the fee due 



This pi 
shortened statutof 
for continued e> 
under 37 C.F.R. § 1.17(e) to Deposit Account No. 08-0750. 

AMENDMENT UNDER 37 C.F .R. SI .1 14 (AMENDMENT E) 
Amendments IN THE CLAIMS are reflected in the listing of claims which begins on 

page 2 of this paper. 

REMARKS on the present amendments begin on page 6 of this paper. 

Page 1 of 10 



PAGE 2/11 * RCVD AT 3/24/2008 3:50:05 PM (Eastern Daylight Time) * SVR:USPTOff XRF-5/44 1 ONI8:2738300 1 CSID: 3 1 472675 0 1 * DURATION (mm-ss):0M6 



MAR. 24. 2008 1:46PM HARNESS DICKEY PIERCE 



NO. 959 P. 3 



Serial No. 10/791,536 

8964-OG0010/US A H nfWW . 

RCE, Amendment E and Response to Office Action dated 1 1 J anuary 20QS 

IN THE CLAIMS 

The following listing of claims will replace all prior versions and listings of claims in 
the present application. 

1. (Currently Amended) A method for generating an adult oviparous teleost ornamental fish, 
comprising: 

(a) generating a transgenic oviparous fish, wherein: the j|^^ f ^ transgenic fish 
comprises: a transgene comprising a gene encoding a fluoi^AE odutrt °perably to 
a-actin or p-actin promoter and flanking ITR fragments; 

(b) breeding the transgenic oviparous fish 
different species with different phenotype or paSfin to ob 
the transgenic oviparous fish and the fish with dllE&ent 
same genus ; 

(c) screening the transgenic pr^^M^KS&ib^ fi^lfee exhibiting a phenotype or 
pattern unlike either parent fish, and 

(d) growing the transgenic progeny 




selectedFligi tik^-sarae-aa 2 a 
transgenic p^^ffi^ wherein 
itvpe or p attlrn are in the 




5. (Previously PrS^tod) We method as set forth in claim 1, wherein the fluorescent protein 
is selected from the ^^^consisting of green fluorescent protein (GFP), modified green 
fluorescent protein, enhanced green fluorescent protein (EGFP), red fluorescent protein 
(RFP), enhanced red fluorescent protein (ERFP), blue fluorescent protein (BFP), enhanced 
blue fluorescent protein (EBFP), yellow fluorescent protein (YFP), enhanced yellow 
fluorescent protein (EYFP), cyan fluorescent protein (CFP), and enhanced cyan fluorescent 
protein (ECFP), 
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6. (Previously Presented) The method as set forth in claim 1 . therein the fluorescent protein 
is selected from the group consisting of green fluorescent protein (GFP), modified green 
fluorescent protein, enhanced green fluorescent protein (EGFP), red fluorescent protein 
(RFP), enhanced red fluorescent protein (ERFP), blue fluorescent protein (BFP), enhanced 
blue fluorescent protein (EBFP> 



7. (Previously Presented) The method as set forth in claim 1, 
is selected from the group consisting of green fluorescent 
fluorescent protein, enhanced green fluorescent p: 
(RFP) 3 enhanced red fluorescent protein (ERFP) 



the fluorescent protein 
modified green 
protein 



8. (Previously Presented) The method as set forth in c 
fish with different phenotype or patterr^ydected from 
shapes, body sizes, body transparency, ^^mk^, stripe 
shape, tail sizes, eye color, eye shapes, an 
of the transgenic fish. 



9. (Previously Pre 
fish with different pheno 
shapes, 

10. (^I^^toy Presented 
with diflfer^^^notype or 
stripe patterns, 

11-17. (Cancelled) 





ie of the 
consisting of colors, body 
ipes ? fin sizes, tail 
iic differences from those 



aim 1 > wherein the phenotype of the 
romthe group consisting of colors, body 
Lpe colors. 



Pas set forth in claim 1, wherein the pattern of the fish 
i is selected from the group consisting of grain patterns, 
[patterns. 



18. (Currently Amended) Hie method as set forth in claim [[16]] 27, wherein fee Cyprinidft e 
Brachvdanio or Danio is s ele cted from the group eonaisting of D- acrostomus, D. 
aequipirmatus, Z>. malabaricus, D. albolineahts, D. anncmdalei , D. apogon^D. qpopyris , D. 
assamensis, D. choprae, D. chrysotaeniatus, A dangila, D. devario, D. fangfangae, D. 
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frankei,D.fraseri,D. gibber,D. interrupt™, D. kakhienensis, D. kyathit,D, laoensis,D. 
leptos, D. maetaengensis, D. malabaricus, D. naganensis, D. netlgherriensis, D. 
nigrofasciatus, D. pathirana, D. regina, D. rerio, D. rosevs, D. salmoruxta, D. shtmensis D. 
spinosus, Brachydanio frankei [[aad]] or Branchydanio sp. 



19. (Currently Amended) The method as set forth in claim [[17]] 2£ 
s6teete&#wa-« be grmsp coo s is &ag-eff Oryzias javanicus, 
Oryzias Ittzonensis, Otyzias profimdicola, Oryzias matane, 
mimctillus, Oryzias melastigma, 0.curvinotus[U\] or O. 



20. (Currently Amended) The method as set forth in 
progeny is selected from the group consisting of €ieh 
green x O. curvinotus, TK2 red x Braa 
green x Brachydanio frankei, TK2 green *P™ri 




terein the medaka is 

\ Oryzias nigrimas, 
mekongensis, Oryzias 




sin the new fc^iisgenic 
TK1 red x O. curvinotus, TK1 
ankei, TK2^^^r^c^awo sp., TK2 
io sp*, aii^^ple Zebra Fish. 



21. (Previously Present 
progeny is selected^B^^^e grot 
curvinotus, TK2jred x Bra 
Fish. 



lod as set f$£h in clarari, wherein the new transgenic 
consisting of ^L^rea x O. curvinotus, TK1 green x O. 

red x Branchydanio sp, and Purple Zebra 




22. (P: 
progeny is 
x Branchydanio 



method as set forth in claim 1, wherein the new transgenic 
up consisting of TK2 red x Brachydanio frankei and TK2 red 



23. (Previously Presented) A ornamental fish which is prepared from the transgenic progeny 
that exhibit a phenotype or pattern unlike either parent fish selected according to the method 
of claim 1. 



24. (Previously Presented) The fish as set forth in claim 23, wherein the fish is selected from 
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the group consisting of TK1 red x O. currinotus, TK1 green x O. curvinotus, TK2 red x 
Brachydanio frankeU TK2 red x Branchydanio sp, and Purple Zebra Fish. 

25. (New) The method as set forth in claim 1, wherein the said genus of step (b) is a Cichlidae 
genus, Cypiinidae genus or medaka genus. 



26. (New) The method as set forth in claim 25, wherein the^ 
Pseudotropheus, Pterophyllum, Symohysodon oiApistogrc 



genus is Cichlasoma, 



27. (New) The method as set forth in claim 25, jj Ssrein the Cyprinidae 
Brachydanio, Danio or Carassius. 



28. (New) The method as set forth in c 



genus is Oryzias. 




is Cyprvtus, 
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MAR 2 4 2008 



Amendments in the claims 

Following amendment as requested herein, the following claims are pending in the 
present application: Claims 1. 5-10 and 18-28. Claims 2, 3, 11, 16 and 17 have been 
cancelled herein. New Claims 25-28 have been added herein. Matter not originally filed with 
this specification, i.e. new matter, is not introduced by the present 
m inventorship is believed to result Specifically: 

Claim 1 is amended herein to focus on an embodMpht o 
transgenic oviparous fish is breed with a fish selectedAn jfcdifferen 



Lent and no change 

invention wherein the 
ies with different 



phenotype or pattern, and wherein the transgenic^ and raffish with di: 
pattern are in the same genus. This amendmenns^^orted a|$e£st by origi 
2 and 3. Further, this amendment is made to reduce 
admission is made mat Claim 1 as prev^^y presented is 
elect to reintroduce all or part of the i 

Claims 2, 3, 1 1, 16 and 17 are cance 
Claims 18, 19 
Claim 1. 

New Claims '. 
specificatic 




phenotype or 
led Claims 

iber of issues in prosecution. No> 
ttentable, and Applicants may 
tg application. 

with the amendments made to 

[aims 25-28 are supported by Applicants' 
,ndingto [0022M0026]. 



ACTION DATED 1 1 JANUARY 2008 



l.Rejectij 



qaims^^S-l 1 atpf 16-24 stand rejected under 35 U.S.C. §112, first paragraph, 
because the specifi^^^aSegedly does not enable any person skilled in the art to which it 
pertains, or with wllch it is most nearly connected, to make and/or use the invention 
commensurate in scope with these claims. Specifically, the present rejection is maintained on 
the grounds that the claims continue to encompass intergenus matings as well as interfamily 
matings. Claims 2, 3, 11 and 16 have been cancelled, therefore the rejection as to those 
claims is moot. Applicants have amended Claim 1 to focus on an embodiment of the 
invention wherein the transgenic oviparous fish is breed with a fish selected from a different 
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species with different phenotype or pattern, and wherein the transgenic fish and the fish with 
different phenotype or pattern are the same genus , The present rejection is now moot as this 
embodiment does not encompass intergenus as well as interfamily matings. Therefore, 
Applicants respectfully request reconsideration and withdrawal of the present rejection under 
35 U.S.C §112, first paragraph. 

2. Rejection under 35 U.S.C $112, second paragraph 

Claims 1-3, 5-1 1 and 16-24 stand rejected under 35 U -^®J 12 > second paragraph, as 
allegedly indefinite for failing to particularly point out an<3^pinc^^aim the subject matter 
which applicant regards as the invention. Specifica^^j^^rase "s^^^g the transgenic 
progeny that exhibit for those exhibiting..." is l^fc. Claims 2, 3, ir^^l6have been 
cancelled, therefore the rejection as to those <^@^^kmoo^^plicant$ ha^^^ended the 
phrase in Claim 1 to read "screening the transg^^^fogeny for those exhibiting../ 5 . 
Therefore, Applicants respectfully re^^reconsiderati^^^ withdrawal of the present 
rejection under 35 U.S.C. §112, second 

3. Rejection under 35 U.S.C 5102(b) 
Claims 1, 2, 5 



anticipated by Hsi 
the rejection as to that 




underpTS U.S.C § 102(b) as allegedly 
Claim 2 has been cancelled therefore 
icants have amended Claim 1 to focus on 
ding is performed between different species 
ited to breeding performed using the same species, 
h eSp: and every element of instant Claim 1. Applicants 
on and withdrawal of the present rejection under 35 U.S.C. 



4. Rejection under 3 



.C. §103fa) 

Claims 1, 2, 5-9 and 23 stand rejected under 35 U.S.C §103 (a) as allegedly obvious 
over Hsiao C 9 et al in view of Lawson N. and Weiostein B. (already made of record). This 
rejection is respectfully traversed. Claim 1, as amended herein recites a method for 
generating an adult oviparous teleost ornamental fish, comprising, among others, breeding a 
transgenic oviparous fish with a fish selected from a different species with different 
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phenotype or pattern to obtain transgenic progeny, wherein the transgenic fish and the fish 
with different phenotype or patternare the same genus. 

4.1 No motivation to combine 

The Action maintains "It would have been obvious to combine the teachings of Hsiao 
in making a transgenic fish exhibiting stable and reproducible fluorescent reporter gene 
expression with those of Lawson and Weinstein to mate the tran^^^^JIsiao into an albino 
mutant fish. One of skill in the art would have been so ^^"^^^^^^ a fish exhibitill g a 
fluorescent pattern that is not obscured by the natural pi^&t p^^^f the fish" (present 
Action, page 7, lines 10-14) However, the fish spec^^^&Jby Hsiao rerio > which is 

the same species used in Lawson and Weinstei^fi one og^rdinary sldll^te^^t were to 
combine Hsiao with Lawson and Weinstein (aWbio^^^si^^^tivalion is admitted herein) 
the combination of teachings of Hsiao and teachings o^Ln and Weinstein would not lead 
to the presently claimed invention. ^fe^Jsiao and L^^g^and Weinstein only report 



intraspecies mating, as opposed to interspe 
amended herein, focuses on an embodime 
Therefore, no motival^^^^ffla. Hsiao 
arrive at the prese 

4.2 No reasonable 




dififerec^^cies) mating. Claim 1 as 
terein breeding is interspecies , 
einstein or in the general art to 



not 

refeienci 
unless the rl 
International 
In this case, Appli 
reasons: 



to coSKBl&e Hsiao and Lawson and Weinstein (which is 
is soVt£aa»sable expectation of success. "The mere feet that 
5i modeled does not render the resultant combination obvious 
been predictable to one of ordinary skill in the art" KSR 
fine., 127 S.Ct 1727, 82 USPQ2d 385 (2007) (emphasis added), 
that the results were clearly unpredictable for the following 



o "Matings of distantly related species of the same genus... are highly 
unpredictable as to the success of the fertilization, development, health of any 
progeny that do occur and fertility of offspring. " (see present Action, page 3, 
lines 9-11) Instant Claim 1 recites breeding between different species of the 
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same genus. 

o "Hybridization between species often results in offspring that are sterile or 
with dimiaished reproductive capacity as a result of problems in gonad 
development and chromosome pairing. The results of inter-specific 
hybridization can lead to unexpected and undesirable results and can depend 
on the genetic structure of the parent fish." (see pr^^Action, page 3, lines 
12-15, citing Bartley et al) 
o "While inter-specific mating of certain spepj^i^^^n to result in various, 
desirable outcomes, these combinations 



by the mating of various species^ 
present Action, page 3, lines 16-i 
Therefore, Applicant submits that one of or 

have a reasonable expectation when b: 

in Claim 1. 



grouper [citing B; 





at, as evidenced 
et al]" (see 



11 B the art could not possibly 
& species as is currently recited 



5. Conclusion 

It is believed tj 
accommodated or 
Examiner reconsider 
present RJ 

that th^OT>Hcation is 

Id any issue: 

telephone ni 



ejection axe properly traversed, 
ant therefore respectfully requests that the 
rejections. It is believed that the 
response to the outstanding Action and 

twance. 

Examiner is invited to call the undersigned at the 
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Respectfully submitted, 

HARNESS, DICKEY & PIERCE, PX.C 
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